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3. □ The drawings filed on are accepted by the Examiner. 

El Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a) El All b)DSome* c) □ None of the: 

1 . Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 

3. □ Copies of the certified copies of the priority documents have been received in this national stage application from the 

International Bureau (PCT Rule 17.2(a)). 

* Certified copies not received: . 

5. □ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application) since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 

(a) □ The translation of the foreign language provisional application has been received. 
3. □ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific reference was included 

in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 
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(a) □ including changes required by the Notice of Draftsperson's Patent Drawing Review ( PTO-948) attached 

1 ) □ hereto or 2) □ to Paper No. . 
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(c) □ including changes required by the attached Examiner's Amendment / Comment or in the Office action of Paper No. . 
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EXAMINER'S AMENDMENT/REASONS FOR ALLOWANCE 
Examiner's Amendment 

1 . An examiner's amendment to the record appears below. Should the changes 
and/or additions be unacceptable to applicant, an amendment may be filed as provided 
by 37 CFR 1 .312. To ensure consideration of such an amendment, it MUST be 
submitted no later than the payment of the issue fee. 

Authorization for this examiner's amendment was given in a telephone interview 
with Ms. Grueneberg, esq., on January 13, 2004. 

The application has been amended as follows: 
Cancel claims 14-16. 

Claims 14-16 are cancelled since the compound as recited in claim 1 is known 
per se, and it is the process of making that appears to be non-obvious and is presently 
is allowed, as per reasons discussed below. However, the compound appears to be 
essentially the same no matter how it was obtained, see In re Thorpe . 227 USPQ 964 
(CAFC 1985). 

Allowable Claims 

2. Claims 1,3-13 and 18-20 are allowed over the prior art of record. 

Reasons for Allowance 



3. The following is an examiner's statement of reasons for allowance: JP64-87608 
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Mazur et al (US 5,149,642), Emmons (US 5,243,069), Matheisen et al (US 
5,219,479) orThanawalla et al (US 4,618,703), Powanda et al (US 4,859,792) and 
SU 630249 provide for production of essentially the same compound as claimed in 
claim 1, however using acid chloride for its synthesis compare to methacrylic anhydride. 
As discussed in the Specification and using the method of the present invention, high 
yields can be obtained as shown in the Example at page 9 of the specification (>90%), 
compare to conventional reactions using acid anhydride. When acid chloride is used 
the HCI being produced as a secondary product during conversion to the ester, which 
might add to carbon-carbon double bond if one were present elsewhere in the molecule. 
The compound of formula (1) of claiml represents an asymmetric compound having an 
acrylate end group (CH2=CHC(O)0-) and a methacrylate end group 
( C(0)CCH3=CHz). In contrast to methacrylic acid esters, acrylic acid esters are highly 
active vinologous carbonyl compounds, which add on free HCI almost quantitatively at 
temperatures as low as -10OC . See Organic Chemistly p. 569. Applicants further 
presented a table that shows a high yield of 80 % for the addition of HCL to acrylic acid 
ethyl ester. This secondary reaction of producing HCI does not exist during the use of 
methacrylic acid anhydride. Thus, the claimed method for synthesis of asymmetric 
acrylic acid esters is non-obvious over the prior art of record. 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
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accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tatyana Zalukaeva whose telephone number is (571 ) 
272-1 115. The examiner can normally be reached on 9:00 - 5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on (571 ) 272-1 1 14. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571 ) 272- 
1700. 




January 13, 2004 



